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REQUEST FOR PRE-APPEAL BRIEF CONFERENCE AND REVIEW 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 



Pursuant to the Notice of Appeal filed concurrently herewith, Applicants 
respectfully request a Pre-Appeal Brief Conference and Review of the outstanding rejections in 
the present case, and also the withdrawal of these rejections. The reasons for this Request are as 
follows: 



REMARKS 

The outstanding rejection of claims 2-5, 10-13, 15, 18, and 21-22 under 35 
U.S.C. 103(a) based on a combination of Furuishi (JP 2000-306226) in view of Higashiya et al. 
(JP 06-012807) should be reversed because a prima facie case of obviousness has not been 
established. The proposed combination of references does not teach or suggest all of the features 
and limitations of the present claims, as required by Section 2143.03 of the MPEP. Moreover, 
no teaching or suggestion has been cited from either reference to justify the combination that is 
actually proposed, as required by Section 2143.01 of the MPEP. The rationale presented by the 
Examiner would clearly result in an unworkable device, or at least a device that would not 
function according to the intended purposes of either cited reference. The Examiner has also 
improperly attempted to read limitations from the Specification into the claims. 

With respect to independent claims 21 and 22 specifically, the rejection is 
deficient because the proposed combination fails to teach or suggest all of the features of the 
independent claims, and the Examiner's interpretation of the claim language fails to consider all 
of the recited limitations. Both of independent claims 21 and 22, for example, require that a 
cavity is located on the air outlet end of the head slider, near the electromagnetic transducer of 
' the slider, and between the transducer and the rearmost portion of the slider . Neither reference, 
alone or together, teaches or suggests such features, and the Examiner's interpretation of the 
language ignores significant features of the claims. 

The Examiner asserts, on page 5 of the Office Action mailed February 22, 2007, 
that "the cavity is only required to be between the transducer and a portion, section or location 
near or close to the rear." (Emphasis in original). This assertion is clearly erroneous. The 
claims do not merely define that the cavity is located between the transducer and a "rear" portion 
of the head slider. Instead, the independent claims unambiguously recite that the cavity is 
located between the transducer and the portion of the slider that is most rear to the slider. This 
distinction in the claims has received no effective consideration during prosecution. 

By definition, the transducer and the claimed rearmost portion are separately 
recited, and are therefore not the same element. Moreover, at least one other element (the cavity) 
is recited to be located between these two separate elements. The claimed rearmost portion must 
therefore be at least more to the rear than the transducer, or else the claimed element could not be 
the rear most portion. Accordingly, no matter how broadly the Examiner chooses to interpret the 
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language of the present claims, any reasonable interpretation of the claims is still required to 
conclude that the transducer is located on the side of the claimed cavity away from the very end 
of the slider . Not every "portion, section or location near or close to the rear" will read upon the 
"rea rmost portion. " The repeated failure by the Examiner to give reasonable consideration to 
these clearly recited claim terms, by itself, warrants reversal of the outstanding rejection. 

The rejection is further deficient under Section 2143.01 because the proposed 
motivation for combining the two references does not come from the references. The Examiner 
correctly admits that Furuishi does not teach or suggest the claimed cavity of the present 
invention. The Examiner relies only upon Higashiya for teaching or suggesting such features, 
and asserts that Higashiya' s stated purpose for supplying its disclosed recesses 1 can simply be 
applied to Furuishi in the same way. The two respective devices disclosed by Furuishi and 
Higashiya though, are not at all similar in structure, and there is simply no teaching or suggestion 
to combine the two references as the Examiner proposes. 

Higashiya's recesses 1 are disposed only along Higashiya's side rails 11 for 
catching dust from a disk surface. The only side rails disclosed by Furuishi, on the other hand, 
are elements 45 and 46, which are significantly narrower than Higashiya's rails 11, and one of 
ordinary skill in the art would not expect such narrow rails to be able to accommodate the wide 
circular recesses taught by Higashiya. Additionally, Furuishi's rails 45 and 46 are shown to be 
significantly placed away from the disk facing surface (by elements 28, 33, 48), and therefore 
these rails still could not collect the dust from the disk as the Examiner asserts. 

The forced combination of Higashiya with Furuishi therefore, would necessarily 
result in an unworkable device, or at least one that could not function according to its intended 
purposes. The only air bearing surfaces disclosed by Furuishi that could accommodate the broad 
recesses of Higashiya would be the air bearing surfaces 28, 36, or 37. Furuishi clearly teaches 
though, that the surface area of such air bearing surfaces is an important factor in the amount of 
negative pressure on the body of the slider. The casual placement of Higashiya's recesses on any 
of Furuishi's air bearing surfaces would drastically affect the amount of negative pressure that 
Furuishi clearly seeks to control. There could also be no obvious purpose to add such recesses to 
Furuishi's device, because Furuishi already places dust-catching steps in front of its air bearing 
surfaces. Additional recesses like Higashiya's would simply be a nonobvoius redundancy. The 
rejection is thus deficient because it cites to no affirmative teaching or suggestion from either 
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reference to overcome these clear deficiencies. Accordingly, for any and all of the foregoing 
reasons, as well as all of those of record (incorporated by reference herein), the rejection of 
independent claims 21 and 22 should be reversed. 

With respect to claims 2 and 10 specifically, the rejection is further deficient 
under the requirements of Section 2143.03. Claims 2 and 10 of the present invention both 
feature, among other things, that the depth z of the cavity is a function of both of the length and 
width (x, y) dimensions of the same cavity. In other words, claims 2 and 10 unambiguously 
define a relationship between the depth of the cavity and its length/width. The outstanding 
rejection of record, however, fails to even assert that any such relationship is ever taught or 
suggested by either prior art reference, alone or together. Instead, the Examiner merely cites to 
teachings from the present Specification that describe some preferred measurement ranges to this 
depth, but which measurements are never recited in any of the present claims. 

Furthermore, Higashiya only shows that all of its recesses have a single, constant 
depth. Higashiya therefore clearly teaches away from any inference that its constant depth could 
ever vary by or be related to either of the length or width of such recesses. The citations to 
portions of the present Specification regarding the depth measurements are therefore completely 
irrelevant to the actual features of the claims that are recited. Such citations are also an 
inappropriate attempt to read limitations from the Specification into the claims. The rejection of 
claims 2 and 10 should be reversed for at least these reasons as well. 

The rejection of claims 4-5 and 12-13 should also be reversed because the 
limitations from these claims have been given no affective consideration either. The Examiner 
merely appears (page 3 of the February 2, 2007 Office Action, third paragraph) to simply dismiss 
the limitations as being "method limitations." This assertion though, is also a clear error, as is 
also the failure to give any reasonable consideration to these features from the claims. All of 
claims 4-5 and 12-13 recite structural limitations regarding the volume of the claimed cavity. 
None of these four claims describes a method of forming the cavity or head slider, as erroneously 
asserted by the Examiner. 

As repeatedly explained on the record, and never actually challenged by the 
Examiner, all of claims 4-5 and 12-13 define the structural volume of the claimed cavity, and not 
a method of forming it. Claims 4 and 12 define such a volume as being equivalent to the amount 
of material that projects from the slider when a predetermined voltage is applied, and if the 
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cavity were not present. Claims 5 and 13 similarly define the volume as being equivalent to an 
amount of material that would float less than the transducer when the same voltage is applied, 
and no cavity were present. These amounts of material are therefor structural limitations. The 
fact that language resembling functional language is required to describe these features does not 
render the limitations mere process limitations. Section 2113 of the MPEP even expressly 
directs the Examiner, where claims apparently contain both structural limitations and functional 
language, to still give full consideration to any structure implied by the alleged process steps . In 
the present case though, the structure is not merely implied. The structural volume of the cavity 
is clearly defined, and this structural volume has been given no consideration on the record by 
the Examiner. For at least these reasons, the rejection of claims 4-5 and 12-13 should also be 
reversed. 

Lastly, the separate rejection of claims 15 and 18 should also be reversed. The 
rejection asserts that the broad cavity 22 in Furuishi's slider can somehow be interpreted to be a 
"groove" according to the present invention. This assertion, however, is clearly contradicted by 
both the present Specification, as well as the clear definition of the term "groove" in the 
dictionary. Any recess or cavity is not automatically equivalent to a groove, as apparently 
asserted by the Examiner. Merriam Webster's Collegiate Dictionary, 10 th Ed., for example, 
defines the term as being " a long narrow channel or depression ." Furuishi's portion 22, on the 
other hand, cannot meet this plain meaning of the term. The broad recess 22 is neither long nor 
narrow. No person of ordinary skill in the art would reasonably interpret the feature of 
Furuishi's device to read upon the claimed groove of the present invention. Accordingly, the 
individual rejection of claims 15 and 18 should also be reversed. 
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